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Office Action Summary 

Application No. 

10/685,896 

Applicant(s) 

PICKUP ET AL, 

Examiner 

Jacqueline F. Stephens 

Art Unit 

3761 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)E3 Responsive to communication(s) filed on 05 February 2007 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-54, 101, 1 10-11 7, 137-139 and 142-155 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) \3 Claim(s) is/are allowed. 

6) |EI Claim(s) M6. 20, 23. 24. 26. 30, 40. 42. 46-49. 53-53. 137. 142. 145-148. 151-153, and 155 is/are rejected. 

7) E3 Claim(s) 17-19. 21-22, 25, 27, 31-35, 41, 43-45. 50-52, 101. 110-117, 138-139. 143-144 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAII b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 


3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) El Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 7/21/06 . 6) □ Other: . 
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Part of Paper No./Mail Date 20070514 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of claims 1-9, 11-17, 23-28, 36-47, 110, 137- 
139, and 142-157 in the reply filed on 2/5/07 is acknowledged. The traversal is on the 
ground(s) that the claimed inventions are related and do not pose a serious burden on 
the examiner. This is not found persuasive because the related inventions are distinct if 
the (1) the inventions as claimed are either not capable of use together or can have a 
materially different design, mode of operation, function, or effect; (2) the inventions do 
not overlap in scope, i.e., are mutually exclusive; and (3) the inventions as claimed are 
not obvious variants. See MPEP § 806.05(j). In the instant case, the inventions as 
claimed have a materially different design and function. The applicator of Group I 
functions materially different from the biosensor of Group II. Furthermore, the 
inventions as claimed do not encompass overlapping subject matter and there is 
nothing of record to show them to be obvious variants. 

The requirement is still deemed proper and is therefore made FINAL. 
On page 19 of the remarks, Applicant elects an optical sensor, which excludes claims 
115-11 7. Applicant additionally elects an indicator light , which excludes claims 111- 
113. Applicant additionally elects an inkjet dispenser, which excludes claims 10, 21, 
and 101. Therefore, claims 10,21, 101, 111-113, and 1 1 5-1 1 7 are withdrawn as being 
directed to a non-elected species. 
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Response to Arguments 

2. Applicant's arguments filed 1/24/06 have been fully considered but they are not 
persuasive. Applicant argues that Jacobsen does not disclose the claimed spacer 
because Jacobsen does not mention the term spacer and Jacobsen discloses a 
sponge, which functions differently from a spacer and therefore provides a different 
structure. However, no specific structure for the spacer is claimed. A recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1-8, 11-16, 23, 24, 26, 30, 40,42, 46-49,53-53,137,142,145-147, 151- 
153, and 155 are rejected under 35 U.S.C. 102(b) as being anticipated by Jacobsen et 
al. USPN 6165155. 

As to claims 1-8, 13-16, 20, 26, 53-53, 145-147, and 151-153 Jacobsen teaches 
a drug delivery system for transdermal delivery that comprises: a jet dispenser 200 
comprising an orifice 350, removable multiple containers 62, 64, 66, and 68 with various 
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bioactive/pharmaceutical compounds (one of which could be powder (col. 13, lines 60- 
61) and another could be analgesic (col. 6, lines 26-30)), a spacer comprising a sponge 
that is supported by the dispenser and that is adapted for being attached to the skin and 
for selectively maintaining the dispenser to the skin (col. 5, lines 54-57) via a sealing 
member (an adhesive), and an absorbent applicator/dermal patch (370) for application 
between the orifice and the skin (Figure 5 and col. 10, lines 40-43). 

As to claims 11-12 and 40, Jacobsen teaches a control pad 10 that is 
microprocessor programmable to deliver drugs to the patient at selected times and 
predetermined intervals (col. 7, lines 1-10). 

As to claims 23-24, Jacobsen teaches straps for retaining the dispenser in 
contact with the skin (Figure 1). 

As to claims 30, 48, and 49, Jacobsen teaches a display screen 50, that displays 
information about the drugs (this is considered an indicator for the amount of drug 
delivered), an interface, which receives a memory storage device 52, and a keypad 
input 42. 

As to claims 42, 46, and 47, Jacobsen discloses a main body 250, which 
supports the container 300 and an orifice 350 and a dispensing head, which supports 
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an orifice 350, Figure 5; and the container 300 is removable from the main body (col. 3, 
lines 37-41). 

As to claims 137, 142, 149, and 155, Jacobsen discloses a manual activation 
device 45 (col. 8, line 1) for the dispensing of medication and a reservoir (70, 72, 74, or 
76) fluidically connected to the jet dispenser (62, 64, 66, or 68 Figure 3). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jacobsen 
et al. USPN 6165155 in view of Svedman USPN 6436078. Jacobsen does not disclose 
a thermal jet dispenser. Svedman, however, teaches a transdermal drug dispenser with 
a micropump, referred to as thermal droplet generator (normally used in bubble jet ink 
printers) for the generation and delivery of drug droplets (col. 34, lines 51-60). 
Therefore, it is obvious to one with ordinary skill in the art to at the time the invention 
was made to substitute the propellant gas in Jacobsen with a thermal droplet generator 
for the dispensing of droplets of medication. 

Claims 10 and 148 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jacobsen et al. USPN 6165155 in view of Voges USPN 5894841. Jacobsen does 
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not teach a piezoelectric jet dispenser. A bubble jet or piezoelectric device is well 
known in ink jet printing and is also utilized in a drug delivery dispenser shown by Voges 
(col 3, lines 62-65). Therefore, it is obvious to one with ordinary skill in the art at the 
time the invention was made to substitute the propellant gas in Jacobsen with a 
piezoelectric device in the drug dispenser for the dispensing of droplets of medication. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Voges USPN 5894841 is cited to show a dispenser having a 
droplet ejection system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacqueline F. Stephens whose telephone number is 
(571) 272-4937. The examiner can normally be reached on Monday-Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on (571) 272-1115. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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